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Pages (including cover); 04 
Attorney #: 1944 
Client.Matter #; 108910-00047 



NO. 989 P.l 



Oct o 4 2004 Arent Jrox 



ATTORNEYS AT LAW 



Rishi Najigia 

20X775^796 DIRECT 
202.857.6395 fax 



PLEASE DELIVER TO: 

Name/Company Fax # Verify # 

Examiner Julian Mercado 703/872-9306 571-272-1289 

U.S. Patent and Trademark Office 

MESSAGE/INSTRUCTIONS 

Re; U.S. Patent Application Serial No.: 10/028,310 
COMMENTS: 

Further to our telephone conversation of today, as requested enclosed please the Terminal 
Disclaimer for the above referenced patent application, 



PLEASE CALL OUR FAX OPERATOR AS SOON AS POSSIBLE IF TRANSMISSION IS NOT COMPLETE: 202.fi57.6119 

Thi3 facsimile contains privileged and confidential information intended only far trie use of the addressee(s) named above. If you 
are not the Intended recipient of this facsimile, or the employee or agent responsible for delivering It to the Intended recipient, you 
are hereby notified that any dissemination or copying of this facsimile is strictly prohibited. If you have received this facsimile In 
error, ptease immediately notify us by telephone and return the oiginal facsimile to us at the address below via the postal service. 
ThanK you. 

Arent Fox puc WASHINGTON DC NHWYORK 

1050 Connecticut Avenue, NW Ste-4CJ0 Washington, DC 20030-5330 202.8b7,SOOO pun 202.So7,639i> pax www.arentfox.com 
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•' ' - DECEIVED 

OCT 0 4 2004 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



in re application of: 



MARCHIONNI et al. 
Serial No.: 10/028 , 310 
Filed: December 28, 2001 



Art Unit : 1745 
Examiner; MERCADO, JULIAN A 
Atty. Dkt. Wo.; 108910-00047 



For: PERFLUQROPOLYETHBR ADDITXVES FOR ELECTROCHEMICAL 
APPLICATIONS 



TTOMTKfAT. nTKHT AIMER UNDER 37 CFR 1.321fbi 

Commissioner for Patents 
P*0« Box 1450 

Alexandria, Virginia 22313-1450 
Sir: 

Petitioner, solvay Solexis S.p.A, (formerly Ausimont 
S.p.A.), having its place of business at Via Turati, 12, Milan, 
ITALY, represents that it is the assignee and owner of all 
rights, title and interests in and to. U.S. Patent Application 
Serial No. 10/028,310, filed December 28, 2001, for 
PERFLUOROPOLYETHER ADDITIVES FOR ELECTROCHEMICAL APPLICATIONS, 
the assignment for the application being recorded in the Patent 
and Trademark Office on December 28, 2001, at Reel 012412, Frames 
0253-0254. 

Petitioner is also the assignee of all rights, title and 
interests in and to U>S. Patent No. 6,403,53 9 Bl, issued June 11, 



OCT , 1 .200404 g ; lgPMj FA ^ 39 2 29521Q26 



SAttA PATENTS 



2002, for PERFLUOROPOLYETHE& LUBRICANTS CONTAINING SUI^HONYL- 
FLUORIDE GROUPS* 

Petitioner hereby disclaims the terminal part, if any, of 
any patent granted on Application Serial No. 10/026,310 which 

would extend beyond the expiration date of United, states Patent 

6, 403 ,539 Bl, and hereby agrees that any patent so granted on 
Application Serial No. 10/028,310 shall be enforceable only 
during such period that the legal title to such patent shall be 
the same as the legal title to United States Patent No. 6, 403 ,539 
Bl, this agreement to run with any patent granted on the 
Application Serial wo, 10/028,310 and to be binding on its 
grantee, its successor or assigns. 

Petitioner does not disclaim any terminal part of any patent 
granted on the above-identified application prior to the 
expiration date of the full statutory term as presently shortened 
by any terminal disclaimer of Patent No, 6,403,539 Bl in the 
event that it later expires for failure to pay a maintenance fee, 
is held unenforceable, 1b found invalid, is statutorily 
disclaimed in whole or terminally disclaimed under 37 CF.R. 5 
1.321 (a), has all claims cancelled by a reexamination certifi- 
cate or is otherwise terminated prior to the expiration of its 
statutory term as presently shortened by any terminal disclaimer, 
except for the separation of legal title stated above . 

THe undersigned on behalf of petitioner, Soivay solexie 
S.p.A., hereby states and declares that I am empowered to act on 
behalf Qt the petitioner. 

I hereby declare that all statements made on my own knowledge 
are true and that all statements made on information and belief 
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are believed to be true; and further that these statements were 
made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both/ 
under Section 1001 of Title 18 of the United States Code and that 
such willful fcQ.se statements may jeopardize the validity of the 
application or any patent issued thereon. 



By 



Solyay Solexis S.p.A 

J\ J,(^ 0. 



(Bernard de Laguiche) 
Corporate Title: Managing Director 
Signed this 2°[ ^ oay of Ju } 2004 
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